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37C.F.R- §1,131 Declarations and requested that the Declarations be considered as 
37C.F.R. § 1.132 Declarations as well as 37C.F.R. § 1.131 Declarations since they included 
37 C.F.R. § 1.132 information as well as 37 CRR. § 1.131 information. Applicants 1 agent was 
referred to the Examiner's supervisor for a decision on this issue. Supervisor Kakali Chaki, after 
consulting others at the Patent Office, advised applicants 1 agent that even when the information 
pertinent to 37 CRR, § 1.132 was considered, the Declarations were insufficient to overcome 
the 35 U.S.C § 102 rejection because the Declarations were not signed by all of the inventors 
and because they did not show a connection between the invention and the Article. While 
applicants respectfully disagree with many of the comments and conclusions set forth in 
paragraphs 4- 10 > in order to advance the prosecution of this application, enclosed are four 
separately executed identical Declarations Under 37C.F.R- § L132. That is, while the 
Declarations are the same, they have been separately executed by all of the inventors. 
Applicants request that the separately executed Declarations be merged and submit that the 
resulting 37 C.F.R. § 1.132 Declaration (hereinafter "Declaration") addresses the concerns 
expressed to applicants 1 agent. The content of the Declaration is discussed below in the Claim 
Rejections - 35 U.S.C. § 102 section of this response. 

Requirement for Information Section 

The Requirement for Information section of the Office Action required under 37 C.FJR. 
§ 1.105 that the applicants and the assignee of this application provide certain information that 
the Examiner has determined was reasonably necessary to the examination of this application. 
Paragraph 12 of the Office Action states that an issue of public use or on sale activity has been 
raised in this application. The basis for this statement is that the previously submitted Munsil 
and Lupu Declarations mention "computer code for carrying out the invention described and 
claimed (emphasis added) in the above-identified patent application was created and used to 
operate computer devices (emphasis added) prior to June 1, 2001." A further basis is that the 
Munsil and Lupu Declarations state "[c]omputer code for carrying out the invention described 
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and claimed (emphasis added) in the above-identified patent application was included in 
versions of the Windcws XP operating system in existence (emphasis added) prior to June 1, 
2001." Paragraph 12 includes a statement that this wording leads the Examiner to consider the 
possibility that certain versions of Windows XP capable of carrying out the invention described 
and claimed may have been folly developed and in public use or on sale prior to June 1, 200 L 
Paragraph 12 requires applicants to provide information as to whether any versions of the 
Windows XP operating system containing the features claimed in the instant application was on 
sale or in public use prior to March 1, 2001 (one year prior to the filing date of the instant 
application). Applicants are at a loss as to the basis for this portion of the Requirement for 
Information. Applicants see no basis in the quoted statements for the Requirement for 
Information. The mere fact that an embodiment of an invention has been reduced to practice in 
and of itself does not give rise to an issue of public use or on sale activity. Many inventions are 
actually reduced to practice before patent activity occurs. Further, the Requirement for 
Information, which assumes an actual reduction to practice, is clearly inconsistent with the 
comments and conclusions in the Response to Amendment section. That section concludes that 
the previously submitted Declarations do not establish an actual reduction to practice. 
Regardless, applicants and assignee state that to the best of their knowledge no version of the 
Windows XP operating system containing the features claimed in the instant application was on 
sale or in public use prior to March 1, 2001. 

Paragraph 13 states "the Morehouse declaration notes that Windows XP Application 
Compatibility Technologies' article 'describes technologies disclosed to me by others (emphasis 
added) at Microsoft Corporation.'" Paragraph 13 also states: 

The fact that the Morehouse declaration does not disclose who these "others" are 
leads the Examiner to consider the possibility of a rejection under 35 U.S.C. 
§ 102(f). Morehouse does not state that the technologies disclosed to him were 
disclosed by all of the named inventors of the instant application, and exposes the 
possibility of inventors other than those named in the application, for the 
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technology described in the article, and thus for the invention claimed in the 
instant application. 

Paragraph 13 also requires applicants to provide the names of all of the inventors of the invention 
claimed in the present application and to correct inventorship, if necessary. Again, applicants are 
at a loss as to the basis for this portion of the Requirement for Information. ( As will be better 
understood from the following discussion of the attached declarations, the present invention is 
part of a development effort that included a large number of developers, managers, article 
authors, etc. All the Morehouse Declaration attests to is that he and his co-authors were not the 
inventors of the technologies described in the article. Applicants see no basis for such a 
statement as "exposing the possibility of inventors other than those named in the application, for 
the technology described in the article, and thus for the invention claimed in the instant 
application. " Regardless, applicants ^ state that to the best of their knowledge the correct 
inventors are named in the present application. 

Claim Rejections - 35 U.S.C. 6 102 Section 

As noted in the previously submitted Munsil and Lupu Declaration, the present invention 
is embodied in the Windows XP operating system. As is well known to those familiar with the 
development of operating systems, the Windows XP operating system was developed by a large 
team of Microsoft Corporation programmers, program managers, product managers, etc. The 
Windows XP operating system was developed over a long period of time at substantive expense. 
During the development, various articles describing various features of the Windows XP 
operating system were generated. Some of the articles were developed for publication, such as 
the article cited in the Office ,Action, i.e., the article titled "Windows XP Application 
Compatibility Technologies" by Morehouse et aL As is common in large development efforts, 
such as the development of the Windows XP operating system, articles are frequently drafted by 
authors who are not the inventors of the underlying technology. In many instances, the authors 
do not directly meet with the inventors of technological innovations that underlie the article 
being prepared. The information may be obtained from a variety of sources such as internal 
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development documents and meetings. In some cases, the inventors are acknowledged in such 
articles; in other cases, the inventors are not acknowledged. As discussed more fully below in 
connection with the attached Declaration, the article authored by Dave Morehouse and Todd 
Phillips was created at the request of a program manager identified in the acknowledgements in 
the Article. The acknowledgements also identify one of the inventors, namely, Mark Derbecker, 
Declaration Under 37 CFJL $ 1.132 

The attached Declaration, which is signed by all of the inventors, Donald J, Munsil, 
Cornehu L Lupu, Justin Lindsay Stevetxton (previously Lindsay William Steventon), and Mark 
Derbecker, declares that they are the inventors of the invention described and claimed in the 
present patent application. The Declaration states that the invention described and claimed in the 
present patent application was part of the development of a new operating system, namely, the 
Windows XP operating system, developed by the inventors' employer, Microsoft Corporation, at 
the time the invention was made. The Declaration points out that the development of the 
Windows XP operating system involved a large team of programmers, software developers, 
program managers, etc. The team also included the authors of articles, such as Dave Morehouse 
and Todd Phillips, the authors of the article. 

The Declaration further states that the article, which describes certain aspects of the 
present invention, was prepared for Microsoft by Dave Morehouse and Todd Phillips during the 
development of the Windows XP operating system at the request of the lead program manager, 
Mark Carroll. The Declaration directs attention to the acknowledgment portion of the article 
(page iii), which recognizes Mark Derbecker, Mark Carroll, and other program and product 
managers involved in the Windows XP operating system development The Declaration further 
states that the Article describes the named inventors* invention, not the invention of the authors 
of the Article, Dave Morehouse and Todd Phillips, as recognized in a prior Declaration of Dave 
Morehouse previously filed in this application. In summary, the authors of the article are simply 
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scribers of technologies invented by others, namely, Donald J. Munsil, Conieliu I. Lupu, Justin 
Lindsay Steventon, and Mark Derbecker. 



The present invention is directed to one portion of a large development, namely, the 
custom compatibility feature of the Windows XP operating system. The Windows XP operating 
system development included a large team of Microsoft employees having a wide variety of 
skills, including management skills, software development skills, article drafting skills, etc. The 
Article describes developments of the inventors, not developments of the authors of the Article, 
As a result, applicants submit that the Article is not a valid reference and cannot be used to reject 
the claims of the present application. Since the Article was the only basis for rejecting the claims 
in the OfSce Action, applicants respectfully submit that this application is in condition for 
allowance. Consequently, early and favorable action allowing this application and passing it to 
issue is respectfully solicited. 



I hereby certify that this correspondence is being transmitted via facsimile to the U.S. Patent and Trademark Office, 
Group Art Unit 2193, Examiner T.J. Roche, at facsimile number 571-2^3-8^ on June 26» 2006. 



CONCLUSION 



Respectfully submitted, 



Gary S. Kmdixess 
Registration No. 22,178 
Direct Dial No. 206-695.1702 
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